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Remarks/ Arguments 
Claims 1-14, »nd 22-28 are pending m this application. For at least the reasons 
stated below, AppHcants be,.eve mat all d*. « -dWon for allowance as they are not 
obvious over the cited prior art. 



1. 



The Examiner has repeatedly rejected the claims based on linking five 



X„ the first office action the Examiner rejected the primary independent claim under 
35 USC § 103(a) as unpatentable over Sheflott In view of Tibbetts and further in view of 
F,ores. These same references were the basis of the 103(a) rejection in the .second and 
third office actions by the Examiner. In response to Applicants' amendments and 

- H^i-hoinva-k refection in the fourth office action by stating 

arguments the Examiner extended the 103(a) rejection in me ■* 

that the c.a,m was unpatentable over Shtflott in view of Tibbetts in view of Flores and ,« 

further view of Elance.com. 

in their fourth response, the Appiicants amended the independent claims and argued 
that a combination of the four references wouid not Inch* ai, of the .imitations in the 
Cairns- in his fifth Office action, the Examiner rejected the independent claims with a cha n 
of five references. Appiicants responded and argued that there was no proper motivation to 
combine these five references and therefore the rejection was improper and shouid be 
withdrawn.^ ^ ^ ^ maintalned ^ rejectjons , Mn9 tnat 

the arguments are not persuasive and asserting new motivations to combine the references. 

As has just been described, over the course of prosecution, Applicants have 
amended the primary claims severe, times to clarify the invention in light of the cited 
references. Applicants have also argued that the references do not teach all of the 
elements of the claims, and that even if they did, the references do not suggest any 
motivation to combine the bits and pieces from all five references in order to teach the 
invention as claimed. As these rejections have been maintained multiple times, Apphcants 
will not address them once again at this time. Applicants maintain their objections to the 
rejections and will argue these points on appeal. 
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2 The Examiner has repeatedly ignored Applicants' arguments for claim 2. 

The Examiner has repeatedly ignored Applicants request for clarification for the 
rejection of da.m 2. C.aim 2 reads simply as: "A method as recited in da.m 1 where, n the 
service provider data structures inciude date concerning contract service providers^ In 
other words, daim 2 generally adds to the independent c.aim the limitation o a certa n «. 
structure that stores data about certain service providers. The Examiner's rejects of this 

dalm has been very confusing. . , „„ ^ 

In the first office action (dated 6/11/2002), the Examiner rejected clmm 2 on the 
basis that- "Sheflott teaches ... the step of matching the user to a service provider includes 
optimization services (Fig 3/101/100/90), Applicants responded ^° 02 > " *V 
rejection by pointing out claim 2* sole .imitation over daim 1 is "data structures .ncludmg] 
data [about] contract service providers", and that such a data structure has no re.afonsh.p 

" "tTZSS- action, the Examiner maintained the rejection of Calm 2, stating 
that "Shenott teaches ... the step of matching the user to a service provider ^ s & 
optimization services (Fig 3/101/100/90). Tlbbetts teaches coordinating actions between 
proposal and any consumer, which leads to optimizations (Fig 6/603)(Flg 7). Flores teaches 
workflow management and workflow schedule processing (F,g 2) and Performance 
optimization (Fig 1) and satisfaction optimization (Fig 3)." The Examiner then said that it 
would have been obvious to combine the references to app.y these cited techmques to a 
contract manufacturing environment and the motivation to combine "analyzing and 
structuring business processes that provides clients with the requisite tools to manage these 
businesses efficiently as enunciated by Flores". 

Thus, for the second time, claim 2 (which is directed to data structure for holdmg 
data about service providers) was rejected on the basis of a teaching of "optimization 
services" which ai.ows management of businesses efficiently. Regrettably, this reject.cn 
does not make logical sense to Applicants. In Applicants' response (5/23/2003), Applicants 
again pointed out the contents of daim 2 and stated that "the contentions by the Examiner 
[that this claim Is about optimization services] ... do not bear on claim 2 as wntten . 

In his third Office action (6/17/2003), the Examiner maintained his rejection of da.m 
2 because 'Shtflott teaches a method ... wherein the step of matching the user to a serv.ce 
provider includes optimization services (Fig 3/101/100/90)." Thus, the Examiner 
rejected daim 2 for the third time on the basis that Sheflott teaches optimization services. 
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F or the W time, the Examiner - -* why he feeis teaching op»m^on sendees 

reads on "service provider data structures Include data concerns contract serv ce 
Iv deV in l« response to this Offlce Action (fled 10/15/2003), Applicant pointed ou for 
h7~e It the Examiner has not explained why the Examiner believes -option 
!Z^i hearth, on Calm 2 - since cla, m 2 Is not about optimization services. 
» his fourth Office action (11/3/2003), the Examiner maintained his rejection of 
c,.,m 2, s* ing simply thafsheflot. caches ... the stap of matching the user to a s«v,~ 
plde tiudes .-ices (*g 3/101/100/90,.- The Applicant .« UN, 

Zrth Response (l/S/2004) in which dalm 1 was amended. The quesoon about why a 
n^n^LJL - v~ has anything *> do with cialm 2 was not repeated for 

Tnd s,n« the amendment to Calm 1 was believed to be allowable over a» 

in his fifth Omce « (2/19/200*). the Examiner again rejected da,m 2 on the 

services (Rg 3/101/100/90)'. In its response (S/19/2004), the Applicants P p 

pZm of . . #d« from a new vantage point, arguing that ft. Examined use of five 

ZZL without a plausible motivation . combine the five references was not enough for 

' 'TnTs sT^ce acdon (9/1/2004), which Is now before us, the Examiner rejected 
Applicant's argument that the motivation to combine the references was improper. The 
Examiner also said that The rejections as cited In the Non-Final Office Action are ... 

ma ' n T. '~* of the* s,x office actions, the Appiicants are 

defending claim 2 against a nonsensical rejection. Applicants have expUcitly asked three 

times why 'optimlzatio ices" teases -date structure including 

contact service providers-. There has been no explanation whatsoever from the Examiner. 

™ vainer has failed his examined duty. The MPEP states that "» provide, 
compiete appllcauon file h,sU»y and to enhance the clarity of the prosecubon history n*ord, 
" l m J, must orovld^^^of actions taken by *eexam,ner during 

of lapplicaL- HPEP S 707.07m (emphasis added, 
Lmlner shouid, if he or she repeats the rejection, take note « ^ ^ 
,„d answer me substance* It' MPEP 5 707.07(f). In response to Applicants requests for 
clarification, the Examiner has stated that the Applicant's arguments have been fully 
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considered buy they are not persuasive. This cursory response does not "include a rebuttal 
of any arguments raised in the Applicant's reply" or clearly develop the grounds of rejection 
-to such an extent that applicant may readily Judge the advisability of an appeal" as 
required by MPEP § 706.07. Accordingly, the Examiner in his Office action has failed to 
establish a valid final rejection, and Applicants respectfully request a rebuttal to the above 
arguments that claim 2 does not relate to "optimization services". In the alternate, 
Applicants request concession of the above arguments and removal of the finality of the 
rejection. 

3. Summary 

Since the rejections to the Independent claims have been addressed, Applicants 
submit that all pending claims are in condition for allowance. Applicants respectfully 
request reconsideration of the claims and ask that a Notice of Allowance be Issued in this 
case. In the event a telephone conversation would expedite the prosecution of this 
application, the Examiner may reach the undersigned at 612-607-7508. If any fees are due 
in connection with the filing of this paper, then the Commissioner is authorized to charge 
such fees including fees for any extension of time, to Deposit Account No. 50-1901 
(Attorney Docket # 060021-358401). 

Respectfully submitted, 

^Kt tfltoP 

Steven C Oeske, Reg. No. 47,749 
Customer No. 29,838 

OPPENHEIMER WOLFF & DONNELLY LLP 

plaza VII, Suite 3300 

45 South Seventh Street 

Minneapolis, MN 55405 

Phone: 612-607-7508 

Fax: 612-607-7100 

E-mall: SLieske@oppenheimer.com 
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